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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Amendment filed on November 4, 2005 has been acknowledged. Claims 1-7,9- 
12,15-17 and 25-35 are pending. 

Response to Amendment 

Rejection of claims 1-7,9-12,15-17 and 25-35 as being unpatentable over Moon 
in view of Roach has been modified in light of applicant's arguments. 

Claim Interpretation 

Applicant recites, "wherein after the sample is sprayed the fluid delivery probe is 
further moveable within the probe carriage to unload the first disposable pipette tip and 
load a second disposable pipette tip onto the fluid delivery probe, accept sample from 
the sample source into the second disposable pipette tip and discharge sample to a 
second nozzle on the electrospray chip", this appears to be a method limitation and not 
a structural limitation. A method limitation is not accorded patentable weight in a claim 
to an apparatus. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (0 or (g) 

prior art under 35 U.S.C. 103(a). 

2. Claims 1-7,9-12,15-17 and 25-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moon in view of Roach. 

Moon discloses an electrospray device. The device comprises a housing (108), 
a chip holder (112) mounted to the housing (108), an electrospray chip (320) having a 
plurality of nozzles (334) mounted to the chip holder (112). (See Figures 4 and 23A) 
Moon further discloses many ways of introducing the sample to the electrospray chip by 
a syringe pump, micropipette, capillary, or a nozzle (52). The probe (52) may further be 
a chromatographic column. (See abstract) The device further includes a first voltage 
applied to the electrospray chip and a second voltage applied to the fluid sample 
contained in the delivery probe/nozzle (52) wherein the first and second voltages are 
controlled to form an electrospray of the fluid sample from the electrospray chip. (See 
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Figures 24C and 24D) According to Figure. 24D, the system further comprises an 
alignment system that aligns the fluid delivery probe (52) with the electrospray chip 
(100) and the electrospray chip (100) with a detector/mass spectrometer (60). (See 
Figure 24D) The fluid delivery probe (300) further comprises a seal/epoxy bonding that 
prevents leakage between the probe and the electrospray device during delivery of the 
fluid to the electrospray chip. Moon recites, "a fluid delivery device is attached by any 
suitable method, such as by epoxy bonding, to the electrospray device to form a 
continuous sealed flow path between the upstream fluid source and the channel of the 
electrospray device." (See [0128]) The device further comprises of a plurality of 
electrospray devices, each generating one or a multiple electrospray plumes when 
activated. Moon recites, "a chip-based combinatorial chemistry system 320 comprising 
a reaction well block or titer plate 322 defines an array of reservoirs 326 for containing 
the reaction products from a combinatorially compound." (See [0134]) 

With respect to Claims 1-2 and 35, Moon fails to disclose a probe carriage 
mounted to the housing and moveable between a sample source and the electrospray 
chip and the fluid delivery probe moveable within the probe carriage that accepts 
sample from the sample source and discharges sample to the electrospray chip. The 
fluid delivery is electrically insulated from the probe carriage. Moon also fails to disclose 
the fluid delivery probe loads a disposable pipette tip onto the fluid delivery probe and 
wherein after the sample is sprayed the fluid delivery probe is further moveable within 
the probe carriage to unload the first disposable tip and load a second disposable 
pipette tip onto the fluid delivery probe, accept sample from the sample source into the 
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second disposable pipette tip and discharge sample to a second nozzle on the 
electrospray chip. 

With respect to claims 25-27 and 30, Moon fails to disclose an array of sample 
loading devices comprises an array of pipette, syringe tips or capillary tubes and where 
the sample loading device is preloaded with sample. 

Roach discloses an automated apparatus for the analysis of biological 
specimens. The apparatus includes a probe carriage (35) mounted to a housing and 
moveable between a sample source and the electrospraychip and the fluid delivery 
probe moveable within the probe carriage that accepts sample from the sample source 
and discharges to the electrospray chip. Roach teaches, "the multifunctional device 
(35) can also be adapted to access a reservoir for bulk pipetting of solutions. A 
piezoelectric delivery apparatus could also be added...." (See [0059]) The apparatus 
further includes a pipette tray/sample loading device. Roach teaches, "the 
multifunctional device (35), carrying the pipettor array, is movable to the vicinity of the 
second track (30) where the microtiter plates (25) and (26) reside, as well as fresh 
pipettor tips in racks (34) and (36)." (See [0055]) Moon further teaches a fluid delivery 
probe (112) loads a first disposable pipette tip (102) onto the fluid delivery probe and 
wherein after the sample is sprayed the fluid delivery probe (112) is further moveable 
within the probe carriage (53) to unload the first disposable pipette tip (112) and load a 
second disposable pipette tip (25) onto the fluid delivery probe, accept sample from the 
sample source into the second disposable pipette tip (25). 



Application/Control Number: 10/058,533 Page 6 

Art Unit: 1743 

It would have been obvious to one of the ordinary skill in this art at the time the 
invention to provide a probe carriage mounted on the housing moveable between a 
sample source and the electrospray chip and the fluid delivery probe moveable within 
the probe carriage that accepts sample from the sample source and discharges sample 
to the electrospray chip and fluid delivery is electrically insulated from the probe 
carnage in order to achieve efficient and precise filling of the electrospray device, avoid 
cross-contamination between sample analysis and increase the analysis of each 
specimen thus achieving an increase in high throughput analysis. 

It would have been obvious to one of the ordinary skill in this art at the time the 
invention to provide a disposable pipette tip onto the fluid delivery probe in order 
eliminate the risks of sample cross-contamination. 

With respect to claims 33-34, Moon fails to disclose the chip holder is 
positionable within less than 10 microns and the fluid delivery probe is aligned to a fixed 
position accurately to within less than 40 microns. 

It would have been obvious to one of the ordinary skill in the art to determine 
through routine experimentation, the optimum positions for the elements of the 
apparatus in order to provide the best results and analysis. 

Response to Arguments 

Applicant's arguments with respect to claim 1-7,9-12,15-17 and 25-35 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jyoti Nagpaul whose telephone number is 571-272- 
1273. The examiner can normally be reached on Monday thru Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JN 



Supervgj&ry Patent Examiner 
Technology Center 1700 




